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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 20 November 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1.4-9.12-17 and 19-75 is/are pending in the application. 

4a) Of the above claim(s) See Continuation Sheet is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1.4-8.20.24.28.32.36.40.44.48.52.56.60.64.68 and 72 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)|EI All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Continuation Sheet (PTOL-326) Application No. 10/667,381 

Continuation of Disposition of Claims: Claims withdrawn from consideration are 9,12-17,19,21-23,25-27,29-31 ,33-35,37- 
39,41-43,45-47,49-51,53-55,57-59,61-63,65-67,69-71 and 73-75. 
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Part III DETAILED ACTION 

1 . Claims 9,1 2-1 7,1 9,21 -23,25-27,29-31 ,33-35,37-39,41 -43,45-47,49-51 ,53- 
55,57-59,61-63,65-67,69-71 and 73-75 .withdrawn from further consideration 
pursuant to 37 CFR 1 .142(b) as being drawn to a nonelected group, there being 
no allowable generic or linking claim. Election was made without traverse in the 
reply filed on 11/20/08. 

2. The title of the invention is not descriptive. A new title is required that is 
clearly indicative of the invention to which the claims are directed. 

3. Applicant is reminded of the proper language and format for an abstract of 
the disclosure. The form and legal phraseology often used in patent claims, such 
as "means" "comprises" and "said," should be avoided. The abstract should 
describe the disclosure sufficiently to assist readers in deciding whether there is 
a need for consulting the full patent text for details. The language should be clear 
and concise and should not repeat information given in the title. It should avoid 
using phrases which can be implied, such as, "The disclosure concerns," "The 
disclosure defined by this invention," "The disclosure describes," etc. 

4. Figures 1 A-1 D appear that it should be designated by a legend such as -- 
Prior Art-- because only that which is old is illustrated. See MPEP § 608.02(g). 
Corrected drawings in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. The replacement 
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sheet(s) should be labeled "Replacement Sheet" in the page header (as per 37 
CFR 1 .84(c)) so as not to obstruct any portion of the drawing figures. If the 
changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection 
to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

5. Claims 1,4-8,20,24,28,32,36,40,52,56,60 and 72 are rejected under 35 
U.S.C. 102(b) as being anticipated by Ito (U.S. Patent No. 5,839,019). 

Regarding claims 1 and 68, Ito discloses an image forming apparatus (see fig. 
10 comprising: a hardware resource used for image forming processing; (reads 
on control circuitry of figs. 1 and 3) and a program for performing processing 
concerning image formation, (inherently reads Fig. 3, which contains the RAM 
and CPU that store and run the program or operating system that makes the 
image processing perform all the functions) wherein said apparatus comprises: a 
reading type changing part changing a type of reading of a plurality of originals 
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which include different types of originals in a mixed manner being read (reads on 
Figs. 6, 7 and column 8, lines 33-67 that mixed originals can be read in. column7, 
lines 28-38 discloses that sensor SE3 detects vertical or horizontal sheets, so the 
reading of the different sheets is being changed by reading the horizontal or 
vertical document according to the state of the sensor SE3. This facilitates the 
changing of the scanning processing to detect different types of documents) ; a 
grouping part grouping printing paper sheets on which images have been 
formed based on the plurality of originals, (reads on Fig. 22 which shows a 
discharge subroutine, Which can perform different examples of outputs are in 
Figs. 6 and 7) ; wherein: said reading type changing part changes a type of 
reading an original in response to a reading type change instruction input by an 
operator while the plurality of originals are being read (reads on Fig. 2 which 
shows a control panel to be manipulated by the operator to change the mode of 
operation) , said reading type comprises a type of an original as to whether the 
original has an image on a single side thereof or images on both sides thereof 
(reads on col. 7, lines 54-55 and col. 8, lines 61-67). 

Regarding claim 4, Ito discloses the image forming apparatus as claimed in 
claim 1 , wherein: said type comprises a size of the original (abstract) 

Regarding claim 5, Ito further comprising a size detecting part detecting the 
size of the original (e.g. column 3, lines 37-47 - automatic size detection) 

Regarding claim 6, Ito discloses said reading type changing part changes the 
type of reading an original when the size of an original detected by said size 
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detecting part immediately before is different from the size of an original which is 
read subsequently (reads on Fig. 6 and Fig. 7 - -documents read in are detected 
to have different dimensions and are read in a changed manner) 

Regarding claim 7, Ito discloses wherein: said size detecting part stops a size 
detection operation in response to a reading size changing instruction input by an 
operator, (column 7, lines 47-52 - the one-in-one mode where a single document 

- would have one size - since Ito refers to pages in Figs. 6 and 7 as being 
different documents. This indicates that in this mode, there is no need to worry 
about size ). 

Regarding claim 8, Ito discloses wherein: in case the reading type changing 
part changes the type of reading an original, an image of an original which is 
read subsequently is formed on a printing paper sheet which is different from a 
printing paper sheet on which an image is formed immediately before the reading 
type is changed, (column 1 , lines 24-28 that different sheets are supplied for the 
partition and cover pages, indicating that they would be printed on the different 
papers.) 

Regarding claim 20, Ito discloses further comprising an automatic original 
feeding part which automatically reads the plurality of originals set therein. (Fig. 1 

- ADF 50) . 

Regarding claims 24 and 28, Ito discloses wherein: in addition to the image of 
original, a page number is printed on the printing paper sheet. (See Fig. 6. 
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Although Ito calls them "documents", one can certainly see 
that it would be obvious that they can be pages) . 

Regarding claims 32 and 36, Ito discloses the recording part which stores 
data of each image which is formed on the printing paper sheet (or integrated) 
(reads on Figs. 6 and 7 and col. 17, lines 50-58). 

Regarding claim 40, Ito discloses wherein: said grouping part groups the 
plurality of printing paper sheets by attaching a front cover or a back cover to 
said plurality of printing paper sheets. (Figs. 6, 7 shows that a first page is a 
cover sheet) . 

Regarding claim 52, Ito discloses further comprising a sorting part which 
sorts and ejects the plurality of printing paper sheets on which images of the 
plurality of originals are formed, (column 3, lines 22-25 - sheet supply means) . 

Regarding claim 56, Ito discloses wherein: said sorting part sorts and ejects the 
plurality of printing paper sheets in use of the data of images of originals, (column 
3, lines 22-25 - sheet supply means supplies sheets so that the image forming 
means can print on them). 

Regarding claim 60, Ito discloses wherein: said sorting part ejects the plurality 
of printing paper sheets with changing an orientation or shifting a position 
thereof, (column 3, lines 22-25 - sheet supply means. And see Fig. 6, 7 that the 
orientation can be changed. ) 
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Regarding claim 72, Ito discloses further comprising a sorting step of sorting 
and ejecting the plurality of printing paper sheets in case of ejecting a plurality of 
groups of printing paper sheets, which groups are obtained in said grouping step, 
(column 3, lines 22-25 - sheet supply means). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. Claims 44,48 and 64 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over ito (5,839,01 9)as applied to claim s 1 and/or 52 above, and 
further in view Nakata et al. (6,943,921). 

Regarding claim 44, Ito discloses a method for printing mixed originals. It 
does not go into detail regarding the finishing of the printed material. 

Thus, Ito does not explicitly disclose "said grouping part groups the plurality of 
printing paper sheets by binding them with a staple or punching them." 

However, Nakata discloses in column 6, lines 25-32 that a finisher can perform 
stapling. 
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Ito and Nakata are combinable because both are in the art of copying 
documents. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have combined the teaching of Ito and Nakata et al. in 
order to stapled or bound documents of the finished pages. 

The motivation would have been to organize the printed documents. 

Therefore, it would have been obvious to combine Ito and Nakata to obtain the 
invention as specified. 

Regarding claims 48 and 64, the secondary reference, Nakata discloses 
wherein: said grouping part groups the plurality of printing paper sheets in 
response to a finish instruction input by an operator. (Fig. 4 shows an operation 
panel for an operator to choose finishing options) . Ito and Nakata are 
combinable because both are in the art of copying documents. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have combined the teaching of Ito and Nakata et al. in 
order to create a finished product from the stapled or bound documents of the 
finished pages. 

The motivation would have been to organize the printed documents. 

Therefore, it would have been obvious to combine Ito and Nakata to obtain the 
invention as specified. 
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Conclusion 

7. Applicant's arguments with respect to the pending claims have been 
considered but are moot in view of the new ground(s) of rejection. 

8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Gabriel I. Garcia whose telephone number is 
(571) 272-7434. The Examiner can normally be reached Monday-Thursday from 
7:30 AM-6:00 PM. The fax phone number for this group is (571 ) 273-8300. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (571) 272-7402. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-irect.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 
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Any inquiry of a general nature or relating to the status of this application 
should be directed to the Group receptionist whose telephone number is (571) 
272-2600. 



/Gabriel I Garcia/ 

Primary Examiner, Art Unit 2625 



Gabriel I. Garcia 
Primary Examiner 
March 10, 2009 



